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DETAILED ACTION 

The amendment filed 1 1/13/2007 has been entered. 



Response to Arguments 

Applicant's arguments with respect to claims 1-5 have been considered but they 
are not persuasive. Applicant argues that the protective layer of Scott is not a segment 
and is formed over the top surface of the abrasive rather than bonded to or integral with 
the side surface as in instant application. The examiner disagrees. A segment, as 
defined by Webster's II New College Dictionary, defines a segment as "any of the parts 
of which something can be divided." Therefore the layer 30 of Scott is a segment 
bonded to a side surface (and the top surface) of the abrasive layer, as shown in figure 
1 1 . Even though the protective layer also extends across the top surface, the 
disclosure of Scott meets the claim. 

Applicant's arguments with respect to claims 9-13 have been fully considered but 
they are not persuasive. Applicant argues that the wholly PCD region of Matthias would 
not be suitable for the milling and drilling applications of instant invention since it is well 
known that PCD is not appropriate for ferrous substrate. It appears applicant is arguing 
limitations not in the claims. Claim 9 only requires a first and second substance to be 
drilled through which the PCD of differing wear characteristics would be suitable. There 
is no mention of ferrous materials in the claims and since the casing or lining of a 
borehole or shaft is not necessarily a ferrous material, these claims remain rejected 
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under Scott in view of Matthias. Further, it is not the materials of Matthias that were 
used in the combination but rather the arrangement of multiple cutting edges. 

Claim Objections 

Claim 5 is objected to for reciting alternative limitations when one of the 
alternatives is necessarily present. Claim 5 recites wherein the protective layer is 
bonded to the "top surface and/or the side surface of the ultra-hard material", but claim 
1 already requires the protective layer be bonded to the side surface of the ultra-hard 
material. 

Claim 9 is objected to for a lack of antecedent basis for the limitation of "the 
substrate." 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 3 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 3 recites that the protective layer is integrally formed 
with the substrate, but claim 1 requires the protective layer be bonded to the substrate. 
The two possibilities are considered exclusive of each other and can not be 
simultaneously met. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-5 and 10-13 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Scott et al. (US 5,979,571 ). Scott et al. disclose a tool insert comprising: a substrate 
(22; fig 1 1 ); a layer of ultra-hard abrasive material (24) having a top and side surface 
and a primary cutting edge; a protective layer (30) to protect the cutting edge and 
providing a secondary cutting edge (fig 1 1 ) with a depth selected to be sufficient to 
protect the primary cutting edge whilst cutting a window through a first substance but to 
expose the primary cutting edge upon encountering a second substance (col. 2, lines 
26-39); wherein the substrate is tungsten carbide (col. 2, lines 45-49); wherein the 
protective layer is formed as a separate component in situ (figure 12; col. 5, lines 47- 
50); wherein the protective layer is formed as a separate component and bonded to the 
top surface or side surface of the ultra-hard material (col. 5, lines 62+); wherein the 
protective layer forms a segment which is bonded to the substrate adjacent the layer of 
ultra-hard material (figure 1 1 shows protective layer 30 which bonded as in col. 5, lines 
60+ is considered to be on the substrate adjacent the ultra-hard layer); wherein the 
protective layer is formed of the same type of material as the substrate but a different 
grade (col. 5, lines 62+ would provide a different grade of WC); wherein the first 
substance is casing and the second is bedrock (col. 2, lines 27-45). Scott et al. also 
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disclose a method of drilling an angled hole comprising the steps in claims 12-13 (col. 2, 
lines 23+). Scott also shows an embodiment with the above features wherein the 
protective layer is integrally formed with the substrate and is formed of the same 
material as the substrate (fig 10). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 9, and 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Scott et al. (US 5,979,571 ) in view of Mattias et al. (US 2002/00741 68). Scott et al. 
disclose a tool insert comprising: a substrate (22); a layer of ultra-hard abrasive material 
(24) having a top and side surface and a primary cutting edge; a protective layer (28, 
figure 10) to protect the cutting edge and providing a secondary cutting edge (26) with a 
depth selected to be sufficient to protect the primary cutting edge whilst cutting a 
window through a first substance but to expose the primary cutting edge upon 
encountering a second substance (col. 2, lines 26-39); wherein the first substance is 
casing and the second is bedrock (col. 2, lines 27-45). Scott et al. also disclose a 
method of drilling an angled hole comprising the steps in claims 12 and 13 (col. 2, lines 
23+). Scott et al. does not disclose a plurality of alternating strips of ultra-hard material 
and protective layers. Mattias et al. disclose an insert with a plurality of ultra-hard 
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material strips (figure 27A; 80) and protective layer strips (82) on the substrate, the 
successive strips providing a series of primary cutting edges and a series of secondary 
cutting edges (figure 27B). It would have been obvious to one of ordinary skill in the art 
at the time of invention to modify the concentric circle pattern of Scott et al. to the 
alternating strip pattern of Mattias et al. since Mattias et al. demonstrates these as 
known alternatives (figure 26 vs 27) which would provide predictable results and 
advantageously provide an insert with multiple cutting edges to cut more efficiently. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Lloyd et al. (US 5,370,717) and Dodsworth (US 4,866,885) 
disclose tool inserts with multiple segments on a substrate. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Andrews whose telephone number is (571)272- 
6558. The examiner can normally be reached on Monday-Thursday, 7:30am-5pm and 
alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on (571) 272-6999. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David J. Bagnell/ 

Supervisory Patent Examiner, Art Unit 3672 
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